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for Patents, PO Box 1450, Alexandria VA 22313-1450 
on AiiJmst4, 2005. 




Robert' L. Showalter 



Reg. No. 



FURTHER SUBMISSION OF REQUEST TO 
RESCIND NONPUBLICATION REQUEST 

Sir: 

Upon receiving an Office Action in the above-identified application, the image file 
wrapper for this application was reviewed. It was discovered that the PTO misplaced a 
"Request to Rescind Nonpublication Request" filed in this application via facsimile on 
January 9, 2002. 

Applicants 1 representative, Robert L. Showalter, spoke with Ms. Joni Chang 
about the request in February of 2002. She referred him to CQ6 posted on the PTO 
website (copy enclosed). 

Enclosed is a further copy of the Request, as well as a receipt received from the 
PTO for that paper. 
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Applicants request that the PTO indicate to applicants that the request to rescind 
the nonpublication request has been accepted by the PTO. 



7019 Corporate Way 
Dayton, Ohio 45459-4238 
Telephone: (937) 438-6848 
Facsimile: (937)438-2124 
Email: showalter@speakeasy.net 



Respectfully submitted, 
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U.S.C. 122(b)(2)(B)(i)" (posted at 1 . .M p 

http://www.uspto.gov/web/forms/sb0035.pdf) or make the request and - 
certification in a similarly conspicuous manner when filing the 
patent application. If your application has been assigned a 
publication date within the next one to six months, you should 
consider filing a petition for express abandonment under 37 CFR 
1 138(c). If your application has been assigned a publication date 
within the next four weeks, then it is too late to avoid publication of 
the application. See Changes to Implement Eighteen-Month 
Publication of Patent Applications, Final Rule, 65 Fed. Reg. 57024, 
57034, Sep. 20, 2000, 1239 Off. Gaz. Pat. Office 63, 73 
(October 10, 2000). Applicant would have a similar remedy in 
other situations where the request is not conspicuous, for example, 
where the request is in the specification of the application, on a fee 
transmittal sheet, or buried in the transmittal letter. 




CQ5. 1 filed a nonpublication request with the application on 
filing, but the filing receipt shows a projected publication 
date. What should I do? (Posted on 6/27/01; renumbered 
from C34) 

Contact the Customer Service Representative for the Technology 
Center where your application is assigned. They can have the 
application withdrawn from publication if your non-publication 
request is in the application file wrapper and is conspicuous. If they 
cannot find the nonpublication request, but you have a post card 
receipt showing that the nonpublication request was in fact filed, 
you should contact the Office of Patent Legal Administration at 
(703)308-6906. 

New CQ6. I filed a nonpublication request and a certification 
under 35 U.S.C. 122(b)(2)(B)(i) using the USPTO form 
PTO/SB/35 at the time of filing the U.S. application. At that 
time, I did not believe that publication was necessary 
because the invention disclosed in the application was 
already published in a previously filed corresponding PCT 
application. Upon further review, however, I now believe 
that publication of the U.S. application is appropriate because 
the PCT application is an application under a multilateral 
international agreement that requires eighteen-month 
publication. (Posted on 10/4/01) 



1. Do I need to rescind the nonpublication request? 

2. Is the U.S. application abandoned because the 
certification is improper? 

3. Do I need to file a petition to revive the abandon 
application due to failure to notify the Office of the PCT 
application under 37 CFR 1.137(f)? 

4. Is there anything I can do to correct the improper 
certification so that the validity or enforceability of any 
patent issuing from the U.S. application is not 
jeopardized? 
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1. Yes. The request to rescind (USPTO form PTO/SB/36) should 
be filed promptly. Since the PCT application was filed prior to 
the filing of the U.S. application, the applicant or the 
representative should not have certified that the invention 
disclosed in the U.S. application has not and will not be the 
subject of an application filed in another country, or under a 
multilateral international agreement, that requires eighteen- 
month publication. See 35 U.S.C. 122(b)(2)(B)(i). The U.S. 
application is subject to publication under the eighteen-month 
publication provisions of AIPA. 

2. The Office will not treat the U.S. application as abandoned 
pursuant to 35 U.S.C. 122(b)(2)(B)(iii). The statute only 
provides for that an application is regarded as abandoned 
when the applicant fails to notify the Office within 45 days of 
a subsequently filed application that is directed to the same 
subject as the invention of the US application in another 
country, or under a multilateral international agreement, that 
requires eighteen-month publication. 35 U.S.C. 122(b)(2)(B) 

(iii) does not apply to the situation when the applicant made 
an improper certification subsequent to the foreign filing 

3. A petition to revive under 37 CFR 1.137(0 is inappropriate 
because the application is pending (unless the application is 
abandoned for other reasons). If a petition to revive under 37 
CFR 1.137(f) is filed, the Office will dismiss the petition as 
inappropriate but retain the petition fee because the Office 
was required to evaluate the merits of the petition before 
being able to determine that the petition was not appropriate. 

4. Applicants and their representatives should make sure that 
the certification is proper before signing and filing it with the 
Office. While applicants should rescind any improper 
certification as soon as possible, 35 U.S.C. 122(b)(2)(B)(i)- 

(iv) does not include any provision for "correction" of an 
improper certification. Any applicants or their representative, 
however, who makes a false statement (e.g., an improper 
certification) may be violating 37 CFR 10.18(b). In addition, 
such false statements by registered patent practitioners may 
also violate other Disciplinary Rules, 37 CFR 10.20-10.112. 

CR. Notice of Publication 

CR1. How will I know when my patent application has been 
published? (Posted on 6/27/01; updated on 10/17/01; 
renumbered from C25) 

Applicant will be mailed a notice with the publication number and 
publication date. This notice is now being mailed on the publication 
date. 

CR2. Will the Office mail a notice if the publication date is 
changed? (Posted on 6/27/01; renumbered from C26) 
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US Patent and Trademark Office 




Fax No.: 


703-872-9314 Phone No.: 






Name: 
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Date: 
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Our. Ref.: 


TRD021 IA; Serial No. 09/887,606 Trans. No.: 



# Pages (rncl. cover): 3 



REMARKS: 



OFFICIAL 



Request to Rescind Nonpublication Request 



CONFIDENTIAL ATTORNEY CLIENT PRIVILEGED FACSIMILE COMMUNICATION 

The information contained in this facsimile message, and any and all accompanying documents, constitutes confidential information which is the 
property of Stevens & Showalter, L.L.P. If you are not the intended recipient of this information, any disclosure, copying, distribution, or taking of 
any action in reliance on this information, is strictly prohibited. If you have received this facsimile message in error, please notify us immediately 
to make arrangements for its return to us. Thank you. 
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Title 
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CERTIFICATE OF FACSIMILE TRANSMISSION 

I hereby certify that this paper is being facsimile transmitted 
on January 9, 2002. 




Robert L. Showalter 



Reg. No. 33,579 



Assistant Commissioner for Patents 
Washington, DC 20231 

Sir: 

Request to Rescind Nonpublication Request 

Concurrently with the filing of the above-identified application, applicants filed a 
Nonpublication Request under 35 U.S.C. 122(b)(2)(B)(i). 

The subject application was filed as a continuation-in-part of International Application 
No. PCT/US00/21912. The international application was published on 22 February 2001. 

After recently reviewing the subject application as well as the International application, 
applicants and their counsel believe that the nonpublication request may have been filed in error. 
Applicants further submit that any delay in filing this request to rescind the nonpublication 
request was unintentional. 

Accordingly, in an abundance of caution, applicants request that the nonpublication 
request previously filed in patent application U.S. Serial No. 09/887,606 be rescinded. 
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Applicants further request that the Office indicate to applicants prior to February 8, 2002 
whether the request to rescind the nonpublication request has been accepted by the Office and 
further that the case will not be considered abandoned in view of 37 CFR § 1.213(c). It is 
submitted that 37 CFR § 1.213(c) applies only when an applicant "subsequently files an 
application directed to the invention *** in another country, or under a multilateral international 
agreement." 

Respectfully submitted, 

STEVENS & SHO WALTER, L.L.P. 




Robert L. Showalter 
Registration No. 33,579 



7019 Corporate Way 
Dayton, OH 45459-4238 
Telephone: (937) 438-6848 
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Email: showalter@speakeasy.net 
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3 (including cover page) 



ADVISORY: This is an automatically generated return receipt confirmation of the facsimile transmission received by 
the Office. Please check to make sure that the number of pages listed as received in Total Pages above matches 
what was intended to be sent Applicants are advised to retain this receipt in the unlikely event that proof of this 
facsimile transmission is necessary. Applicants are also advised to use the certificate of facsimile transmission 
procedures set forth in 37 CPR 1.8(a) and(b), 37 CFR 1.6(f). Trademark Applicants, also see the Trademark 
Manual of Examining Procedure (TMEP) section 702.04 et seq. 
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